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DETAILED ACTION 

Claims 8-14 are pending in the case. 
Receipt of the Information Disclosure Statement on 10/7/03 is 
acknowledged. 

Specification 

The abstract of the disclosure is objected to because it is not a single 
paragraph. Correction is required. See MPEP § 608.01(b). 

Claim Objections 

The numbering of claims is not in accordance with 37 CFR 1 .126 which 
requires the original numbering of the claims to be preserved throughout the 
prosecution. When claims are canceled, the remaining claims must not be 
renumbered. When new claims are presented, they must be numbered 
consecutively beginning with the number next following the highest numbered 
claims previously presented (whether entered or not). 

Misnumbered claims 1-7 have been renumbered 8-14. It is noted that the 
dependencies in claims 9, 11-14 should be changed to depend on the 
appropriate renumbered claim, i.e. claim 9 should be dependent on claim 8, and 
claims 11-14 should be dependent on claim 3. Applicant's attention is directed to 
rule 37 CFR 1.121, and MPEP 714 for requirements for making amendments. 

Claims 8 and 10 are objected to because of the following informalities: the 
claim recites method steps in a non-active manner, i.e. "the growth of prokaryotic 
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or eukaryotic cells..." and "the subsequent isolation of the RNA...". Active 
language, such as that contained in claim 10, is preferred. Appropriate 
correction is required. 



Information Disclosure Statement 

The information disclosure statement filed 10/7/03 fails to comply with 37 
CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent 
document; each non-patent literature publication or that portion which caused it 
to be listed; and all other information or that portion which caused it to be listed. 
It has been placed in the application file, but the (non-patent literature 
publication) information referred to therein has not been considered. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8-14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 9 and 14 recite the limitation "multicellular organisms" in lines 1-2. 
There is insufficient antecedent basis for this limitation in the claims on which 
they depend, i.e. claims 8 and 10. Claims 8 and 10 recite the step of growing 
"prokaryotic or eukaryotic cells in media" (8) and "growing cells in thio-phosphate 
containing media"(10). Furthermore, there is no antecedent basis in claims 8 
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and 10 for the step recited in claims 9 and 14 of "introduction of thio-phosphate 
into multicellular organisms". Claims 9 and 14 recite growing cells in media, not 
introducing thio-phosphate into multicellular organisms. 

Claim 8, and by dependence, claim 9, are vague and indefinite in the 
recitation of "[a] method for stabilizing RNA in vivo and/or in vitro", since the 
method steps appear to be an in vivo process only. An alternative interpretation 
of the claim could be that the RNA is "stabilized" when used in vivo and/or in 
vitro. Therefore, it cannot be determined what the intended metes and bounds 
of the claim is. 

Claims 9 and 14 are vague and indefinite in the recitation of "the 
introduction of thio-phosphate into multicellular organisms is... by... digestion...". 
It is not known what is intended by this phrase, since it is not clear how a thio- 
phosphate is introduced by "digestion". 

Claim 10 and by dependence claims 11-14 are vague and indefinite in the 
recitation of "determining the optimal ratio of thio-phosphate to inorganic 
phosphate in the culture media" and "determining the optimal time point for 
maximum levels of protein synthesis", since it is not clear what is intended by 
"optimal" and "maximum". It is not clear whether it is intended that the ratio is 
optimal for synthesis of a particular protein, or all proteins, or several proteins, or 
cell growth, or something else. In part 3) it is not clear whether "maximum levels 
of protein synthesis" refers to the rate of total protein synthesis, or levels of total 
proteins, or level of a particular protein, or something else. 
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Claim 13 is vague and indefinite in the recitation of "the enhancement of a 
protein or several proteins" since it is not clear what is intended by this phrase. 
Furthermore, there is no recitation in claim 10, on which claim 13 depends, of 
"enhancement of a protein or proteins". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sun et al. in view of Kamdar et al. (Biotechniques 12(5):632-638, 1992) or Chang 
et al. (Anal. Biochem. 188(2): 300-304, 1990). 

Sun et al. disclose a method comprising the growth of eukaryotic cells in 
media containing thio-phosphate as a source of phosphorous (see abstract, 
seepage 1348, Results section). Sun et al. disclose that the thiophosphate 
enters intracellular nucleotide "pools", and is subsequently transferred to 
phosphorylation sites on histones and other phosphoproteins in vivo (page 1352, 
Discussion). The reference discloses that the thiophosphate labels newly 
synthesized RNA molecules, and suggests that said RNA may be recovered or 
isolated selectively (page 1353, first column, last paragraph). 
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The reference does not disclose the isolation of the RNA by rapid boiling, 
or organic extraction methods and/or RNA binding matrices. 

However, Kamdar et al. disclose methods of isolating RNA using organic 
extraction methods. Chang et al. disclose a rapid boiling method for isolating 
RNA. It would have been obvious to one of ordinary skill in the art, to have 
modified the method of growing cells in media containing thio-phosphate, by 
including the step of isolating the RNA modified by thiophosphate using known 
techniques of RNA isolation disclosed by Kamdar et al., or Chang et al., since 
Sun et al. clearly suggests that RNA incorporates thiophosphate using the 
method disclosed, and that said RNA could be isolated. 



Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Nancy T. Vogel whose telephone number is 
(571 ) 272-0780. The examiner can normally be reached on 6:30 - 3:00, Monday 
- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Irem Yucel, Ph.D. can be reached on (571) 272-0781. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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